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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the 
fee set forth in 37 CFR 1 .17(e), was filed in this application after final rejection. 
Since this application is eligible for continued examination under 37 CFR 1.114, 
and the fee set forth in 37 CFR 1 .1 7(e) has been timely paid, the finality of the 
previous Office action has been withdrawn pursuant to 37 CFR 1 .1 14. 
Applicant's submission filed on 02/12/09 has been entered. 

This communication is responsive to Amendment, filed 02/12/20059. 
Claims 1-4, 8, 11-13 are pending in this application. This action is made non- 
Final. 

The rejection of claims 8, 13 under 35 U.S.C. §101 has been withdrawn in 
view of the amendment. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

Claims 1-4, 11-12 are directed to non-statutory subject matter. 

In accordance with 35 USC § 101, a patentable process must (1) be tied 
to a particular apparatus or machine or (2) transform underlying subject matter 
(such as an article or materials) to a different state or thing. See In re Bilski, 
2007-1130 (Fed. Cir. 2008) slip op at 10-11 ("The Supreme Court, however, has 
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enunciated a definitive test to determine whether a process claim is tailored 
narrowly enough to encompass only a particular application of a fundamental 
principle rather than to pre-empt the principle itself. A claimed process is surely 
patent-eligible under § 101 if: (1) it is tied to a particular machine or apparatus, or 
(2) it transforms a particular article into a different state or thing"). 

Independent claim 1 is not tied to a particular apparatus or machine 
because the steps of "compiling a database...; receiving...; locating ..." do not 
necessarily involve the use of a computer or machine. Notably, reciting "using a 
computerized system" in the preamble holds no patentable weight unless it is 
suggested in the body of the claim. The method of claim 1 defines a sequence of 
operational steps that encompasses within its scope merely a set of mental 
manipulations that provides an output remaining in the mental realm. Therefore, 
claim 1 is not tied to a particular apparatus or machine. 

In addition, claim 1 does not transform the underlying subject matter (data) 
into a different state or thing. Thus, claim 1 is directed to a non-statutory 
process. 

Claims 2-4, 11-12, are dependent upon claim 1 , do not add any limitations 
which correct the deficiencies of claim 1 , and are therefore also similarly rejected. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

This application currently names joint inventors. In considering patentability 
of the claims under 35 U.S.C. 103(a), the examiner presumes that the subject 
matter of the various claims was commonly owned at the time any inventions 
covered therein were made absent any evidence to the contrary. Applicant is 
advised of the obligation under 37 CFR 1 .56 to point out the inventor and 
invention dates of each claim that was not commonly owned at the time a 
later invention was made in order for the examiner to consider the 
applicability of 35 U.S.C. 1 03(c) and potential 35 U.S.C. 1 02(e), (f) or (g) prior 
art under 35 U.S.C. 103(a). 

Claims 1-4, 8, 11-13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Balma et al.(US Patent No. 6,157,945), in view of 
Rodriguez et al. (US Patent No. 7,124,087). 

As to claims 1, 8, Balma teaches a method for locating a recipient of a 
message in a corporation using a computerized system, comprising: 

compiling a database (i.e. An intelligent program called a software agent 
may investigate various databases in an automatic fashion in order to determine 
the recipients intended location. If desired, travel schedules or locations which 
are utilized or visited by the recipient on more than one occasion may be 
programmed into the system as a template. Thus, when the recipient takes a trip 
for which a corresponding template has already been stored, the recipient may 
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simply indicate the dates of the trip which correspond to the location(s) of the trip 
without entering the communication mode and addressing information each time. 
Such a template allows a rapid programming of the scheduling information, col. 
2, lines 41-52) of a recipient's scheduled location (i.e. a recipient based on 
scheduling information), a recipient's delivery preference (i.e. using the mode of 
communication which is preferred by the recipient, col. 1, lines 37-43), and a 
corporation's preference (i.e. In order to transmit or forward communications to 
the recipient, it is necessary to know the preferences or profile of the recipient. 
FIG. 5 illustrates a record or fields of a record of a user database for storing the 
communication preferences of the recipient. The user database 200 includes a 
position 202 of the recipient such as his or her title such as vicepresident, 
manager, etc. The position 202 may be used to filter incoming communications. 
For example, only people who have direct (or relatively close) reporting 
relationships with a person may be able to send mail to that person. In addition to 
or as an alternative to this concept, the position 202 which may be considered a 
ranking may dictate that only communications from people of a certain position 
level or ranking are forwarded, such as when the intended recipient is on the 
road. Such a concept functions like corporate spasm filtering. An advantage of 
this concept is that higher ranking people within a corporation or organization will 
not be overwhelmed with communications. When the higher ranking person is on 
the road or away from his/her normal location, this could be a significant problem. 
An organization/department field 204 is utilized to store other information of the 
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recipient such as the company and department of the company in which the 
recipient works, col. 7, line 54 to col. 8, line 8); 

receiving an updated schedule location and/or delivery preference in the 
database (i.e. The selecting of the location and corresponding addressing 
information and communication mode may be performed temporally, for example 
using scheduling information in conjunction with time information. When the time 
program med in the scheduling information is reached, the routing of 
communications is automatically changed, col. 2, lines 1-6); and 

locating the recipient in response to a user inquiry to the system, 
comprising: 

generating a merged preference set by merging the recipient's 
delivery preference and the corporation's preference (i.e. Alternatively, the 
location information of the recipient may be obtained from a computer of the 
travel agent or from a scheduling program of the recipient which is generally 
used to keep track of appointments and/or the recipient's schedule and therefore, 
the traveler location information does not have to be input a second time just for 
the forwarding of communications, col. 2, lines 34-40); and 

providing to the user the updated scheduled location and the 
merged preference set to facilitate delivery of the message (i.e. The ability to 
keep track of the location of a person allows the system, if desired, to search for 
the location of the recipient in order to properly deliver a communication. Such a 
feature would be advantageous when the information defining the location of the 
user, user profile, or travel itinerary of the user is incomplete, or the information 
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defining the location of the user was corrupted or destroyed, col. 15, lines 11-17) 
to the recipient at the updated scheduled location (i.e. Another manner of 
obtaining information regarding the travel schedule of the intended recipient is to 
pull information from existing databases, for example such as from a form which 
is utilized by a company to monitor an employee's travel schedule or expenses. 
As these forms contain information which is already input into a computer, there 
is no redundancy required and the user does not have to enter the information 
again. In FIG. 11, after starting the user or another person enters travel itinerary 
or a vacation schedule into a company form in step 452. Alternatively, any other 
type of form may be utilized in this embodiment which is preferably used by a 
different program, in addition to the program for controlling the routing of 
communications. In step 454, delivery parameters are entered including 
addressing information, the preferred mode of delivery, alternative modes of 
delivery, and delivery parameters in a similar manner as is performed in step 432 
of FIG. 10. The user profile is updated in step 456 and the process of FIG. 11 
ends. In FIG. 1 1, if desired, a software agent may be utilized to obtain the 
information which was entered with respect to the forms or the information may 
be obtained in any other desired manner, col. 11, lines 46-67). 

Balma implicitly taches "providing to the user the updated scheduled 
location and the merged preference set to facilitate delivery of the message to 
the recipient at the updated scheduled location" at col. 15, lines 11-17 and col. 
11, lines 46-67. 
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Rodriguez, however, specifically teaches this limitation (i.e. Once the 
actions are accepted, various processes take place depending upon the action 
and the user's preferences. One action is designed to notify the company 
mailroom of the user's delivery instructions, Summary). 

It would have been obvious to one of ordinary skill of the art having the 
teaching of Balma and Rodriguez at the time the invention was made to modify 
the system of Balma to include the limitations as taught by Rodriguez. One of 
ordinary skill in the art would be motivated to make this combination in order to 
notify the company mailroom of the user's delivery instructions in view of 
Rodriguez (Summary), as doing so would give the added benefit of having the 
mailroom known whether to hold the user's mail, forward it to another location, or 
deliver the mail to the user upon his return as taught by Rodriguez (col. 9, lines 
66 to col. 10, lines 15). 

As per claim 2, Balma, as combined, teaches the method as claimed in 
claim 1, wherein the updated scheduled location is provided by the recipient (i.e. 
In step 306 the various parameters of the communication forwarding are entered 
including the time range for forwarding the communication, the preferred delivery 
mode (e.g., facsimile), the alternative delivery mode(s) (e.g., use electronic mail if 
a facsimile delivery is not successful), and any other delivery parameters 
including whether a log on or other check in is required in order to instigate 
delivery of a communication, the number of times a communication is to be 
retried before using an alternative mode of communication, addressing 
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information such as a telephone number, or any other parameters used to 
schedule or route or control the routing or forwarding of the communication. . . . 
the use of manual inputting of information, for example, using a graphical user 
interface, using a text interface, or by reading information entered using a 
different program. The process of FIG. 6 then ends, col. 9, line 47 to col. 10, line 
8). 

As per claim 3, Balma, as combined, teaches the method as claimed in 
claim 1, wherein the updated scheduled location is received via a computer 
based network (i.e. Communication line 108 is preferably a telephone line, 
although any other communication media including wireless communications 
may be utilized to transmit and receive information utilizing the modem 106. A 
network interface 110 is connected to a network 112 which may be any type of 
network including a local area network, a wide area network, and the Internet, 
col. 5, lines 20-42). 

As per claim 4, Balma, as combined, teaches the method as claimed in 
claim 1, wherein the updated scheduled location is received via telephone (i.e. 
Communication line 108 is preferably a telephone line, although any other 
communication media including wireless communications may be utilized to 
transmit and receive information utilizing the modem 106. A network interface 
110 is connected to a network 112 which may be any type of network including a 
local area network, a wide area network, and the Internet, col. 5, lines 20-42). 
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As to claims 11, 13, Rodriguez, as combined, teaches the message 
comprises a mailpiece (i.e. Once the actions are accepted, various processes 
take place depending upon the action and the user's preferences. One action is 
designed to notify the company mailroom of the user's delivery instructions, 
Summary). 

As per claim 12, Rodriguez, as combined, teaches the method of claim 
1 1 , further comprising delivering the mailpiece to the recipient at the updated 
scheduled location (i.e. Mailroom actions 365 are transmitted to the company 
mailroom 370 using email or another protocol used by the mailroom for receiving 
instructions. The mailroom will now know whether to hold the user's mail, forward 
it to another location, or deliver the mail to the user upon his return. Parcel 
service action 375 likewise informs the common home parcel services 380 used 
by the user that parcel deliveries should be left with a neighbor, held for customer 
pickup, or delivered when the user returns. Postal service action 385 likewise 
informs the post office branch serving the user that mail services should be 
stopped, delivered when the user returns, or forwarded to another address. 
Mailroom actions 365, parcel service actions 375, and post office actions 385 
may alternatively use encryption and digital signatures or digital certificates to 
verify that the user has authorized the mail instructions and for security regarding 
the user's whereabouts, col. 9, line 66 to col. 10, line 15). 
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Response to Arguments 

Applicant's arguments with respect to claims 1-4, 8, 11-13 have been 
considered but are moot in view of the new ground(s) of rejection. 



Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Miranda Le whose telephone number is (571) 
272-41 12. The examiner can normally be reached on Monday through Friday 
from 10:00 AM to 6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, James K. Trujillo, can be reached at (571) 272-3677. The 
fax number to this Art Unit is (571 )-273-8300. 

Any inquiry of a general nature or relating to the status of this application 
should be directed to the Group receptionist whose telephone number is (571) 
272-2100. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see < http://pair- 
direct.uspto.gov >. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 



/Miranda Le/ 

Primary Examiner, Art Unit 2159 



